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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following party requests to cancel indicated registration.

Petitioner Information

Name PHILIP MORRIS USA INC.

Entity Corporation Citizenship Virginia

Address 6601 West Broad Street
Richmond, VA 23230
UNITED STATES

Attorney informa-
tion

Ann K. Ford
DLA Piper LLP (US)
500 8th Street, NW
Washington, DC 20004
UNITED STATES
ann.ford@dlapiper.com, thomas.zutic@dlapiper.com,
john.nading@dlapiper.com, ashley.joyce@dlapiper.com, dctrade-
marks@dlapiper.com Phone:202-799-4000

Registrations Subject to Cancellation

Registration No 3172861 Registration date 11/21/2006

Registrant IP SERVICES INTERNATIONAL, INC.
c/o DOUGLAS A. FRYMER
Irwindale, CA 91706
UNITED STATES

Goods/Services Subject to Cancellation

Class 034. First Use: 2005/01/15 First Use In Commerce: 2005/01/15
All goods and services in the class are cancelled, namely: Cigarettes and smoking tobacco

Grounds for Cancellation

Abandonment Trademark Act section 14

Registration No 3140971 Registration date 09/12/2006

Registrant IP Services International, Inc.
c/o Douglas A. Frymer
Irwindale, CA 91706
UNITED STATES

Goods/Services Subject to Cancellation

Class 034. First Use: 2002/06/00 First Use In Commerce: 2004/12/00
All goods and services in the class are cancelled, namely: CIGARETTES AND SMOKING TOBACCO

Grounds for Cancellation

Abandonment Trademark Act section 14

http://estta.uspto.gov


Registration No 4218677 Registration date 10/02/2012

Registrant IP Services International, Inc.
41st Street, Bella Vista Ipasa Building,
Panama City,
PANAMA

Goods/Services Subject to Cancellation

Class 034. First Use: 1995/12/31 First Use In Commerce: 1996/12/31
All goods and services in the class are cancelled, namely: Cigarettes; smoking tobacco; chewing to-
bacco; loose leaf tobacco; cigars

Grounds for Cancellation

Abandonment Trademark Act section 14

Registration No 4261884 Registration date 12/18/2012

Registrant IP Services International, Inc.
41st Street, Bella Vista Ipasa Building,
Panama City,
PANAMA

Goods/Services Subject to Cancellation

Class 034. First Use: 2011/02/15 First Use In Commerce: 2012/07/15
All goods and services in the class are cancelled, namely: Cigarettes; smoking tobacco; chewing to-
bacco; loose leaf tobacco; cigars

Grounds for Cancellation

Abandonment Trademark Act section 14

Attachments Petition for Cancellation of Reg. Nos. 3172861 3140971 4218677 and
4261884.pdf(47926 bytes )
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Segment 006 of Petition for Cancellation of Reg. Nos. 3172861 3140971
4218677 and 4261884.pdf(65259 bytes )
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Ann K. Ford/



Name Ann K. Ford

Date 02/08/2016
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
In the matter of Trademark   
Registration No. 3172861 
Mark: CROSSROADS & Design 
Filed: February 28, 2005 
Registered: November 21, 2006 
 
In the matter of Trademark   
Registration No. 3140971 
Mark: NYC CLASSIC & Design 
Filed: April 25, 2005 
Registered: September 12, 2006 
 
In the matter of Trademark   
Registration No. 4218677 
Mark: CARPE DIEM & Design 
Filed: February 15, 2011 
Registered: October 2, 2012 
 
In the matter of Trademark   
Registration No. 4261884 
Mark: CARPE DIEM & Design 
Filed: February 15, 2011 
Registered: December 18, 2012 
____________________________________ 
 ) 
PHILIP MORRIS USA INC., ) 
 ) 

Petitioner, ) 
 ) 
v. ) Cancellation No. _________________ 
 ) 
IP SERVICES INTERNATIONAL, INC., ) 
 ) 

Registrant. ) 
____________________________________) 
 

PETITION FOR CANCELLATION 

Petitioner Philip Morris USA Inc. (“Petitioner”) believes that it is and will be damaged 

by the continued presence on the Principal Register of the following four Registrations owned by 

IP Services International, Inc. (“Registrant”): 
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A. Registration No. 3172861 for the trademark CROSSROADS & Design registered in 

connection with “cigarettes and smoking tobacco” in International Class 34 

(“CROSSROADS & Design Mark”), as shown here: 

 

B. Registration No. 3140971 for the trademark NYC CLASSIC & Design registered 

in connection with “cigarettes and smoking tobacco” in International Class 34 

(“NYC CLASSIC & Design Mark”), as shown here: 

  

C. Registration No. 4218677 for the trademark CARPE DIEM & Design registered 

in connection with “cigarettes; smoking tobacco; chewing tobacco; loose leaf 

tobacco; cigars” in International Class 34  (“CARPE DIEM & Design Mark”), as 

shown here:  
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D. Registration No. 4261884 for the trademark CARPE DIEM & Design registered 

in connection with “cigarettes; smoking tobacco; chewing tobacco; loose leaf 

tobacco; cigars” in International Class 34 (“Second CARPE DIEM & Design 

Mark”), as shown here: 

 

(The CROSSROADS & Design Mark, NYC CLASSIC & Design Mark, CARPE DIEM & 

Design Mark, and Second CARPE DIEM & Design Mark, collectively, hereinafter, the “IP 

Services Marks” or “Registrations.”) 

Petitioner hereby petitions to cancel said Registrations under the provisions of Section 14 

of the Trademark Act of 1946 (“Lanham Act”), 15 U.S.C. §1064. 

As grounds for the Cancellation, Petitioner alleges the following:  

1. Petitioner is a Virginia corporation with a principal place of business at 6601 

West Broad Street, Richmond, Virginia 23230. 

2. Since 1883, Petitioner and its predecessors-in-interest have manufactured, 

marketed, and sold cigarettes, including the famous MARLBORO brand cigarettes in the United 

States.  Petitioner is the largest cigarette company in the United States, with total cigarette 

shipment volume in the United States of approximately 125.4 billion units in 2014.  Petitioner 

has obtained numerous federal trademark registrations with the United States Patent and 

Trademark Office (“USPTO”) for its trademarks and brands, and has invested substantial time, 

effort, and money in advertising and promoting its brands. 
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3. In connection with the MARLBORO brand, Petitioner uses in interstate 

commerce and owns the famous and distinctive Roof Design Trademarks (the “Roof Design 

Trademarks”), including numerous United States trademark registrations for tobacco products, 

namely, cigarettes, smokeless tobacco, and snus.  The Roof Design Trademark is, essentially, a 

solid rectangle with a triangular cut-out, such that the bottom of the form is an inverted v-like 

“roof.”  Since at least as early as 1954, Petitioner and its predecessors-in-interest have 

continuously used the Roof Design Trademarks in interstate commerce, which have become 

famous and iconic. 

4. Petitioner owns at least 23 United States trademark registrations for the Roof 

Design Trademarks for tobacco products, namely, cigarettes, smokeless tobacco, and snus, in 

International Class 34, with a date of first use at least as early as 1954.  A representative list of 

Petitioner’s Roof Design Trademark Registrations in the USPTO on the Principal Register 

include United States Trademark Registration Nos. 854007, 938510, 1038989, 1039413, 

1544782, 1651628, 3289673, 3407884, 3407885, 3430525, 3430526, 3533467, 3533463, 

3533466, 3533419, 3697044, 3695121, 3695118, 3695125, 3760578, 3787000, 3786999, and  

4170978.  Attached hereto as Exhibit A and made part of the record are true and correct copies 

of the United States Certificates of Registration and TESS print-outs for the aforementioned U.S. 

Trademark Registrations, as well as a Change of Name document, filed on or around February 

12, 2003, with the USPTO.  

5. At the time of filing this Petition for Cancellation, Petitioner believes that future 

applications it will file for the Roof Design Trademarks may be subject to refusal based on a 

claim of likelihood of confusion with the IP Services Marks, even though Petitioner predates 

Registrant with use of the Roof Design Trademarks. 
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6. Upon information and belief, Registrant is a Panama corporation having an 

address at “c/o” Douglas A. Frymer, 4981 Irwindale Avenue, Suite 100, Irwindale, California 

91706 and 41st Street, Bella Vista Ipasa Building, Panama City, Panama. 

7. On February 28, 2005, Registrant filed an application under Section 1(a) of the 

Lanham Act, 15 U.S.C. § 1051(a), with the USPTO for registration of the CROSSROADS & 

Design Mark, with an alleged date of first use and first use in commerce of January 15, 2005.  

That application was assigned Serial No. 76632345.  The CROSSROADS & Design Mark 

registered on the Principal Register on November 21, 2006 as Registration No. 3172861. 

8. On April 25, 2005, Registrant filed an application under 15 U.S.C. § 1051(a) with 

the USPTO for registration of the NYC CLASSIC & Design Mark, with an alleged date of first 

use of June 30, 2002 and an alleged date of first use in commerce of December 31, 2004.  That 

application was assigned Serial No. 76636811.  The NYC CLASSIC & Design Mark registered 

on the Principal Register on September 12, 2006 as Registration No. 3140971. 

9. On February 15, 2011, Registrant filed an intent-to-use application under Section 

1(b) of the Lanham Act, 15 U.S.C. § 1051(b), with the USPTO for registration of the CARPE 

DIEM & Design Mark, with an alleged date of first use of December 31, 1995 and an alleged 

date of first use in commerce of December 31, 1996.  That application was assigned Serial No. 

85243277.  The CARPE DIEM & Design Mark registered on the Principal Register on October 

2, 2012 as Registration No. 4218677. 

10. On or around August 2, 2012, Registrant filed a Statement of Use and specimen 

for the CARPE DIEM & Design Mark, which specimen was not acceptable.  Attached hereto as 

Exhibit B is a true and correct copy of the specimen for the CARPE DIEM & Design Mark.  

Specifically, the specimen included the prominent language “NYC PREMIUM,” and “FILTER 
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CIGARETTES,” “MENTHOL HIGH AIR FILTER BOX,” and “20 CLASS A CIGARETTES,” 

none of which is depicted in the CARPE DIEM & Design Mark as applied for and allowed.  As 

such, the specimen does not show Registrant using in commerce the CARPE DIEM & Design 

Mark as applied for and, as a result, the Statement of Use should have not have been accepted 

and no registration should have issued. 

11. On February 15, 2011, Registrant filed an intent-to-use application under 15 

U.S.C. § 1051(b) with the USPTO for registration of the Second CARPE DIEM & Design Mark, 

with an alleged date of first use of February 15, 2011 and an alleged date of first use in 

commerce of July 15, 2012.  That application was assigned Serial No. 85243276.  The Second 

CARPE DIEM & Design Mark registered on the Principal Register on December 18, 2012 as 

Registration No. 4261884. 

12. On or around August 1, 2012, Registrant filed a Statement of Use and specimen 

for the Second CARPE DIEM & Design Mark.  On August 21, 2012, the Examiner rejected the 

specimen as “not acceptable because it consists of advertising material for goods.”  On or around 

October 17, 2012, Registrant filed a substitute specimen for the Second CARPE DIEM & Design 

Mark, which specimen was also not acceptable.  Attached hereto as Exhibit C is a true and 

correct copy of the substitute specimen for the Second CARPE DIEM & Design Mark.  

Specifically, the specimen included the prominent language “NYC CLASSIC” and “FILTER 

CIGARETTES,” none of which is depicted in the Second CARPE DIEM & Design Mark as 

applied for and allowed.  Further, the design depicted in the substitute specimen is elongated 

vertically and thus not reflective of the applied for mark.  As such, the substitute specimen does 

not show Registrant using in commerce the Second CARPE DIEM & Design Mark as applied 
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for and, as a result, the Statement of Use should not have been accepted and no registration 

should have issued. 

13. Petitioner files this Petition for Cancellation because, upon information and belief 

and as set forth below, Registrant has abandoned and is no longer using the IP Services Marks as 

depicted in the Registrations.   

14. Petitioner is concerned that the Registrations may interfere with applications and 

registrations it may seek in the future for the Roof Design Trademarks and, therefore, Petitioner 

will be damaged by the continued presence of the Registrations on the Principal Register.  

ABANDONMENT  
SECTIONS 14 & 45 OF THE LANHAM ACT, 15 U.S.C. §§ 1064 & 1127 

 
15. Petitioner re-alleges the allegations contained in Paragraphs 1 through 14 of this 

Petition for Cancellation.  

16. Upon information and belief, Registrant is not using the IP Services Marks, as 

depicted in the Registrations, for “cigarettes and smoking tobacco” and “cigarettes; smoking 

tobacco; chewing tobacco; loose leaf tobacco; cigars”, respectively,  in the United States.   

17. Upon information and belief, Registrant has not used the IP Services Marks, as 

depicted in the Registrations, for “cigarettes and smoking tobacco” and “cigarettes; smoking 

tobacco; chewing tobacco; loose leaf tobacco; cigars”, respectively, in the United States for at 

least three consecutive years.   

18. Upon information and belief, Registrant has no intent to resume use of the IP 

Services Marks, as depicted in the Registrations, for “cigarettes and smoking tobacco” and 

“cigarettes; smoking tobacco; chewing tobacco; loose leaf tobacco; cigars”, respectively,  in the 

United States.   
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19. Intent not to resume may be inferred from circumstances.  Nonuse for three 

consecutive years is prima facie evidence of abandonment.  15 U.S.C. § 1127. 

20. Registrant has abandoned the IP Services Marks, as depicted in the Registrations, 

within the meaning of Section 45 of the Lanham Act, 15 U.S.C. § 1127, because of Registrant’s 

non-use of the IP Services Marks for “cigarettes and smoking tobacco” and “cigarettes; smoking 

tobacco; chewing tobacco; loose leaf tobacco; cigars”, respectively,  in the United States with no 

intent to resume use of the marks. 

21. Since Registrant has abandoned the IP Services Marks, as depicted in the 

Registrations, the Registrations are subject to cancellation under Section 14 of the Lanham Act, 

15 U.S.C. § 1064.       

 By virtue of the foregoing, Petitioner believes that it is now and will be damaged by the 

continued presence on the Principal Register of Registration Nos. 3172861, 3140971, 4218677, 

and 4261884 for the IP Services Marks.  If Registrant is permitted to maintain the Registrations 

and retain such rights as conferred under the Principal Register of the Lanham Act, Registrant 

will retain unlawful gain and advantage to which Registrant is not entitled under the Lanham 

Act, to the detriment and harm of Petitioner.  

WHEREFORE, Petitioner believes and avers that it is being, and will continue to be, 

damaged by Registration Nos. 3172861, 3140971, 4218677, and 4261884 for the IP Services 

Marks, and respectfully requests that Registration Nos. 3172861, 3140971, 4218677, and 

4261884 be cancelled and that this Petition for Cancellation be sustained in favor of Petitioner.   

Petitioner hereby appoints Ann K. Ford, a member of the Bar of the District of Columbia, 

Thomas E. Zutic, a member of the Bar of the District of Columbia, John M. Nading, a member 

of the Bar of the District of Columbia, Eunice R. Chung, a member of the Bar of the District of 
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Columbia, David M. Kramer, a member of the Bar of the District of Columbia, Ashley H. Joyce, 

a member of the Bar of the District of Columbia, and all of the law firm of DLA Piper LLP (US), 

500 8th Street, NW, Washington, DC 20004, telephone number (202) 799-4000, to transact all 

business in the USPTO in connection with this Cancellation Proceeding and hereby revokes all 

previous powers of attorney herein. 

Please address all correspondence to: 

Ann K. Ford, Esq. 
DLA Piper LLP (US) 
500 8th Street, NW  
Washington, DC  20004 
dctrademarks@dlapiper.com 
 

The filing fee for this Cancellation in the amount of $1,200.00 is hereby electronically 

transferred with the submission of the Petition for Cancellation.  

The undersigned, registered agent for Petitioner herein, states that she is authorized to 

prosecute this Cancellation, that she has read and signed the foregoing Petition for Cancellation 

and knows the contents thereof, and that all statements made on information and belief are 

believed to be true; and further that these statements were made with the knowledge that willful 

false statements and the like so made are punishable by fine or imprisonment, or both, under 

Section 1001 of Title 18 of the United States Code and that willful false statements may 

jeopardize the validity of this Cancellation and any decision resulting therefrom.  
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 Dated: February 8, 2016  Respectfully submitted, 

DLA PIPER LLP (US)  

  By:  /s/ Ann K. Ford   
Ann K. Ford 
Thomas E. Zutic 
John M. Nading 
Ashley H. Joyce 
500 8th Street, NW 
Washington, D.C.  20004 
Tel. 202-799-4000 
Fax 202-799-5000 

  
 Attorneys for Petitioner  

Philip Morris USA Inc. 
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CERTIFICATE OF SERVICE 

 This is to certify that a copy of the foregoing PETITION FOR CANCELLATION was 

served via U.S. First Class Mail, postage prepaid, and properly addressed to Registrant: 

IP Services International, Inc.  
c/o Douglas A. Frymer  
4981 Irwindale Avenue, Suite 100 
Irwindale, California  91706 
 
IP Services International, Inc.  
41st Street  
Bella Vista Ipasa Building  
Panama City, Panama 
 
Marc E. Hankin 
Hankin Patent Law, A.P.C. 
11414 Thurston Circle 
Los Angeles, California 90049 
 
 

this 8th day of February, 2016. 

             /s/ Ann K. Ford 

Ann K. Ford 
Attorney for Petitioner 

 



 
 
 
 
 
 
 

EXHIBIT A 















































































































































































 
 
 
 
 
 
 

EXHIBIT B 





 
 
 
 
 
 
 

EXHIBIT C 




